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1 . Claim 27 is objected to because of the following informalities: The work 
"alkoxides" is a typographical error. Appropriate correction is required. 

2. Claims 28 to 30 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. Claim 28 is not 
considered to be further limiting of claim 25 since claims 26 and 27 both require a 
fluorinated organosilane while claim 28 allows for a fluorinated silica alkoxide or a 
fluorinated organosilane. The inclusion of a fluorinated silica alkoxide in claim 28 
makes this claim broader than that upon which it depends. 

3. Claims 28, 30, 31 , 34, 42, 45, 46 and 47 are rejected under 35 U.S.C. 1 1 2, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

In claim 28, the term "fluorinated silica alkoxide" is indefinite as this is not a term 
that is commonly used in the art. It is unclear what is meant by this. 

In claim 34, it is unclear if this claim is limiting the cosolvent to MeOH or not. It is 
also unclear what weight to give the phrase "in particular". 

In claim 42, it is unclear what is embraced by "a few bars". Also it is unclear 
what weight to give the phrase "in the neighborhood of. 

4. Applicant is advised that should claim 35 be found allowable, claim 44 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 
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5. Claims 36 to 39 provides for the use of a sol-gel material, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 36 to 39 are rejected under 35 U.S.C. 101 because the claimed recitation 
of a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 26 to 47 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Koya et al. in view of Ciriminna et al. 

Koya et al. teach mesoporous molecular sieves that are produced by the sol-gel 
polymerization of various silanes. The sieves are the sol gel reaction product of a silane 
having a hydrocarbon group (including organfluoro groups) and a metal oxide precursor. 
See the bottom of column 1 , lines 55 and on, as well as column 2, lines 60 and on, and 
column 3, lines 61 and on. 

As can be seen from the disclosure on column 4, lines 55 and, these sieves can 
be used to form catalysts having an oxidation function. More specifically they can 
include a metal component by an impregnation method. See also the column 13, lines 
45 and on. 

Ciriminna et al. teach a catalyst prepared by a sol-gel composition in which a 
tetramethoxysilane and a methyltrimethoxysilane are reacted in the presence of TPAP, 



Application/Control Number: 10/577,367 
Art Unit: 1796 



Page 4 



methanol and water. See for instance the Results and Discussion on 1262. This differs 
from that claimed in that the sol-gel does not contain a fluorinated organosilane as 
claimed. The catalyst therein is used to oxidize alcohols to carbonyls. 

Koya et al. teach sol gels of tetramethoxysilanes and methyltrimethoxsilanes, 
reacted in the presence of water and alcohol. See for instance Example 2. These are 
comparable to the sol-gels prepared in Ciriminna et al. Koya et al. also teach sol-gels 
such as claimed. Note that Example 12 is specifically referred to as providing water 
repellency. 

Motivated by the fact that the molecular sieves in Koya et al. are useful as basis 
for oxidation catalysts and that Koya et al. teach the same sol-gel components as found 
in the oxidation catalysts of Ciriminna et al., one having ordinary skill in the art would 
have been motivated to include a TPAP oxidation catalyst in the sol-gel of Koya et al. to 
form an oxidation catalyst. Motivation comes from the teachings in Koya et al., 
suggesting the use thereof as an oxidation catalyst and the various benefits of sol-gel 
catalysts prepared by the method therein rather than other methods. In addition, since 
Koya et al. use the sieves prepared in Example 2 and Example 12 in a comparable 
manner, with the expectation that sieve of Example 12 would have better water 
repellence (i.e. better hydrophobicity), the skilled artisan would have been motivated to 
form a sol-gel from an organofluorosilane and a non-fluorinated in the presence of 
TPAP with the expectation of obtaining predictable results. In this manner the claimed 
sol-gel process is rendered obvious. 

Adjusting the amount of water and alcohol in the process of Koya et al. would 
have been within routine optimization, rendering obvious the limitation of claim 34. 

For claims 40 to 43, note that Ciriminna et al. teach that that the oxidation is 
carried out in the presence of supercritical carbon dioxide. 

8. Claims 26 to 47 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ciriminna et al. in view of Koya et al. 
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The teachings of Koya et al. and Ciriminna et al. are noted above. The Examiner 
notes that Koya et al. use methyltrimethoxysilane and trifluoropropyl trimethoxysilane in 
a comparable manner to obtain hydrophobic groups on the sol gel catalyst. 

It is prima facie obvious to substitute equivalents, motivated by the reasonable 
expectation that the respective species will behave in a comparable manner or give 
comparable results in comparable circumstances. The express suggestion to substitute 
one equivalent for another need not be present to render the substitution obvious. 

Thus one having ordinary skill in the art would have been motivated by the 
implied functional equivalence, as found in Koya et al., to include a trifluoropropyl 
trimethoxysilane organo functional silane in the ormosil of Ciriminna et al. with an 
expectation of obtaining a predictable and comparable final product. 

Please see Table 1 which teaches the ratios of claim 34. 

9. Claims 26 to 35, 44 to 47 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Koya et al. in view of Pagliaro et al. 

Koya et al. teach mesoporous molecular sieves that are produced by the sol-gel 
polymerization of various silanes. The sieves are the sol gel reaction product of a silane 
having a hydrocarbon group (including organfluoro groups) and a metal oxide precursor. 
See the bottom of column 1 , lines 55 and on, as well as column 2, lines 60 and on, and 
column 3, lines 61 and on. 

As can be seen from the disclosure on column 4, lines 55 and, these sieves can 
be used to form catalysts having an oxidation function. More specifically they can 
include a metal component by an impregnation method. See also the column 13, lines 
45 and on. 

Pagliaro et al. teach a catalyst prepared by a sol-gel composition in which a 
tetramethoxysilane and a methyltrimethoxysilane are reacted in the presence of TPAP, 
methanol and water. See for instance the left hand column on page 4512. This differs 
from that claimed in that the sol-gel does not contain a fluorinated organosilane as 
claimed. The catalyst therein is used to oxidize alcohols to carbonyls. 
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Koya et al. teach sol gels of tetramethoxysi lanes and methyltrimethoxsilanes, 
reacted in the presence of water and alcohol. See for instance Example 2. These are 
comparable to the sol-gels prepared in Pagliaro et al. Koya et al. also teach sol-gels 
such as claimed. Note that Example 12 is specifically referred to as providing water 
repellency. 

Motivated by the fact that the molecular sieves in Koya et al. are useful as basis 
for oxidation catalysts and that Koya et al. teach the same sol-gel components as found 
in the oxidation catalysts of Pagliaro et al., one having ordinary skill in the art would 
have been motivated to include a TPAP oxidation catalyst in the sol-gel of Koya et al. to 
form an oxidation catalyst. Motivation comes from the teachings in Koya et al., 
suggesting the use thereof as an oxidation catalyst and the various benefits of sol-gel 
catalysts prepared by the method therein rather than other methods. In addition, since 
Koya et al. use the sieves prepared in Example 2 and Example 12 in a comparable 
manner, with the expectation that sieve of Example 12 would have better water 
repellence (i.e. better hydrophobicity), the skilled artisan would have been motivated to 
form a sol-gel from an organofluorosilane and a non-fluorinated in the presence of 
TPAP with the expectation of obtaining predictable results. In this manner the claimed 
sol-gel process is rendered obvious. 

Adjusting the amount of water and alcohol in the process of Koya et al. would 
have been within routine optimization, rendering obvious the limitation of claim 34. 

1 0. Claims 26 to 35, 44 to 47 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Pagliaro et al. in view of Koya et al. 

The teachings of Koya et al. and Pagliaro et al. are noted above. The Examiner 
notes that Koya et al. use methyltrimethoxysilane and trifluoropropyl trimethoxysilane in 
a comparable manner to obtain hydrophobic groups on the sol gel catalyst. 

It is prima facie obvious to substitute equivalents, motivated by the reasonable 
expectation that the respective species will behave in a comparable manner or give 
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comparable results in comparable circumstances. The express suggestion to substitute 
one equivalent for another need not be present to render the substitution obvious. 

Thus one having ordinary skill in the art would have been motivated by the 
implied functional equivalence, as found in Koya et al., to include a trifluoropropyl 
trimethoxysilane organo functional silane in the ormosil of Pagliaro et al. with an 
expectation of obtaining a predictable and comparable final product. 

Please see Table 1 which teaches the ratios of claim 34. 

1 1 . Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Margaret G. Moore whose telephone number is 571- 

272-1090. The examiner can normally be reached on Monday and Wednesday to 

Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, James Seidleck can be reached on 571-272-1078. The fax phone number 

for the organization where this application or proceeding is assigned is 571-273-8300. 

/Margaret G. Moore/ 

Primary Examiner, Art Unit 1796 

mgm 
3/16/10 



